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DETAILED ACTION 

Response to Arguments 

1 . Applicant's arguments with respect to claims 15-22 and 32-37 have been 
considered but are generally moot in view of the new ground(s) of rejection. However, 
some of Applicant's arguments have been addressed below. 

2. With regard to claim 15, and Applicant's assertion that Moody does not return a 
list of conversations (Remarks 7-9), the Examiner respectfully disagrees. Moody 
discloses a search mechanism that locates messages matching certain criteria (1J57) 
and also locates messages related to the matching messages, which may be messages 
in the same "thread" (1157). Threads are groups of messages determined to be related 
by some mechanism (U28). Once retrieved, the messages may be displayed in 
collapsed form, where a thread of related messages is displayed as an initial message 
that may be expanded to see other messages in the thread, so long as at least one 
message in the thread contains the search criteria used to locate the thread (IP 4; 1J59- 
60). 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. Claims 20-22 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 
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5. Claim 20 is directed to a method of searching messages. None of the claimed 
steps are sufficient to tie the claimed method to a particular machine or apparatus. 
While the searching step recites a "message repository", the specification fails to 
provide any definition or description of the term "message repository" beyond its mere 
recitation. Therefore, the "message repository" is not a particular machine or apparatus. 
Additionally, none of the claimed steps transform any article into a different state or 
thing. Therefore, the claim does not qualify as a patent-eligible process claim. See In re 
Bilski, 545 F.3d 943, 88 USPQ2d 1385 (Fed. Cir. 2008). 

6. All claims not individually directed are rejected by virtue of their dependency from 
the above claims and their failure to remedy the above noted deficiency. 

Specification 

7. Applicant's amendments to the specification filed April 22, 2008 have been 
entered and the objection to the specification set forth in the Office action of 9/1 0/2008 
has been withdrawn. 

Claim Objections 

8. Claims 1 7, 1 9, 21 , 34 and 36 are objected to under 37 CFR 1 .75(c), as being of 
improper dependent form for failing to further limit the subject matter of a previous 
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claim. Applicant is required to cancel the claim(s), or amend the claim(s) to place the 
claim(s) in proper dependent form, or rewrite the claim(s) in independent form. 

9. Each of claims 1 7, 1 9, 21 , 34 and 36 recite limitations that were added to their 
respective independent claims in the amendment filed 12/10/2008. 

Claim Rejections - 35 USC §112 

10. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

1 1 . Claims 15-22 and 32-37 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. 

12. With regard to claim 15, the limitation "wherein the predefined criteria includes ... 
information other than ... a reply-to field" is not described by the specification. The 
specification describes consideration of an "In-Reply-To:" field (e.g., ^98), but makes no 
mention of a "reply-to field". 
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13. Independent claims 20, 32 and 37 contain a substantially identical limitation and 
are rejected under the same rationale. 

14. All claims not individually rejected are rejected by virtue of their dependency from 
the above claims. 

Claim Rejections - 35 USC § 103 

1 5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

16. Claims 15-22 and 32-37 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Moody et al. (US 2005/0144157) in view of Baldonado (US 
7,035,903). 

17. With regard to claim 15, Moody discloses a method of searching conversations, 
comprising: 

at a server: (threading service 110 may be on server 1 08)(T|24) 
receiving a search query from a client (client inputs search terms into query box 
564)0154-57); 
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identifying a plurality of threads relevant to the search query (messages 
containing the search term, and all messages in the same thread are identified)fl|57), 
the plurality of threads including at least two threads each having two or more 
messages (at least the message containing the search term and the related 
message)nj57) sharing a common set of characteristics that meet predefined criteria 
(the messages are part of the same "thread") and a respective conversation identifier 
(thread identifier)fl[57); and 

returning the conversation to the client a list of the identified conversations as a 
search result to the search query (conversations containing the search terms are 
returned to the client)fl|57-60). 

It is clear from the disclosure of Moody that the system will return a list of all 
messages satisfying the search criteria and their associated threads. While Moody fails 
to specifically state that two or more conversations are returned, one of ordinary skill in 
the art would have understood Moody's disclosure to at least suggest such an 
embodiment. 

However, Moody fails to specifically disclose that the predefined criteria includes 
a subject of the two or more messages and information other than the subject, a reply-to 
field, a references field and a message identifier field of the two or more messages, 
although Moody does disclose that the threading mechanism is not limited to andy 
particular mechanism flj28). 

Baldonado discloses a similar system for identifying messages that are 
conversationally-related to each other (Abstract). Baldonado teaches matching 
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messages based on various criteria, including the subject of the messages (col. 4, II. 65- 
66) and information other than the subject, a reply-to field, a references field and a 
message identifier field (e.g., location, recency, keyword, etc) (col. 4, II. 62-67). This 
would have been an advantageous addition to the system disclosed by Moody since it 
would have allowed messages to be classified as being part of the same thread or 
conversation based on various criteria as desired by the user (Baldonado, col. 5, II. 1-2). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to associate messages into conversations/threads based 
on various criteria including the subject of the messages and other non-subject criteria 
to allow users to define conversations/threads according to their desired classification. 

18. With regard to claim 1 6, Moody further discloses that the identifying the 
conversation includes identifying a first message relevant to the search query (the 
message containing the search term)0|57). 

1 9. With regard to claim 1 7, Moody further discloses associating the first message to 
the conversation based at least in part on a subject of the message (messages that are 
part of the same share a "subject")0|57) and information other than the subject of the 
message(keywords in the message)fl|57). 

20. With regard to claim 1 8, Moody further discloses that associating the first 
message to the conversation based in part on information other than a normalized 
version of the subject of the message (keywords in the message)(H57). 
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21 . With regard to claim 1 9, Moody further discloses that associating the first 
message to the conversation based at least in part on a subject of the message 
(messages that are part of the same share a "subject")fl|57) and information other than 
one or both of a references field and an in-reply-to field (keywords in the 
message)fl|57). 

22. With regard to claim 20, Moody further discloses a method of searching 
messages, comprising: 

searching a message repository (Fig. 1 #110) to identify two or more messages 
(Fig. 5 #564) relevant to a search query, wherein each identified message is associated 
with a respective conversation (thread) of a plurality of conversations (Fig. 2 #224), 
each conversation having a respective conversation identifier (a thread identifier is 
inherently present to identify all messages in a thread), wherein at least one respective 
conversation of the plurality of conversations comprises two or more messages sharing 
a common set of characteristics that meet predefined criteria (at least the message 
containing the search term and the related message are part of the conversation) 
(110057); 

identifying the respective conversation identifiers of the conversations associated 
with the one or more identified messages (each thread is identified and returned to the 
user) (U0057); 
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creating a list of conversations, each of the conversations in the list 
corresponding to a respective identified conversation identifier (^0057-60); and 

producing at least a portion of the list of conversations as the search result 
(threads containing the search terms are returned and displayed)fl|0057-60). 

It is clear from the disclosure of Moody that the system will return a list of all 
messages satisfying the search criteria and their associated threads. While Moody fails 
to specifically state that two or more conversations are returned, one of ordinary skill in 
the art would have understood Moody's disclosure to at least suggest such an 
embodiment. 

However, Moody fails to specifically disclose that the predefined criteria includes 
a subject of the two or more messages and information other than the subject, a reply-to 
field, a references field and a message identifier field of the two or more messages, 
although Moody does disclose that the threading mechanism is not limited to andy 
particular mechanism flj28). 

Baldonado discloses a similar system for identifying messages that are 
conversationally-related to each other (Abstract). Baldonado teaches matching 
messages based on various criteria, including the subject of the messages (col. 4, II. 65- 
66) and information other than the subject, a reply-to field, a references field and a 
message identifier field (e.g., location, recency, keyword, etc) (col. 4, II. 62-67). This 
would have been an advantageous addition to the system disclosed by Moody since it 
would have allowed messages to be classified as being part of the same thread or 
conversation based on various criteria as desired by the user (Baldonado, col. 5, II. 1-2). 
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Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to associate messages into conversations/threads based 
on various criteria including the subject of the messages and other non-subject criteria 
to allow users to define conversations/threads according to their desired classification. 

23. With regard to claim 21 , Moody further discloses that associating the first 
message to the conversation based in part on information other than a subject of the 
message (keywords in the message)fl[57). 

24. With regard to claim 22, Moody further discloses that associating the first 
message to the conversation based in part on information other than a normalized 
version of the subject reference of the message (keywords in the message)fl|57). 

25. Claims 32-37 are rejected under the same rationale as claims 1 5-20, since they 
recite substantially identical subject matter. Any differences between the claims do not 
result in patentably distinct claims and all of the limitations are explicitly or inherently 
taught by the above cited art. 

Conclusion 

26. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to AARON STRANGE whose telephone number is 
(571)272-3959. The examiner can normally be reached on M-F 8:30-5:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Firmin Backer can be reached on 571-272-6703. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Aaron Strange/ 
Examiner, Art Unit 2453 



